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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 2, 4, and 6-9 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claim 2 recites "each additional reset duration is larger than one tenth of a 
reference duration and smaller than three times the reference duration, the reference 
duration being equal to a duration to change the position of particles of the respective 
picture element from one of the extreme positions to the other one of the extreme 
positions." However, this definition of a "reference duration" appears to be both 
ambiguous and subjective, as a picture element (2) has a number of particles (6), each 
of which may have a different "duration to change the position" from "one of the extreme 
positions to the other one of the extreme positions." Further, it seems plausible that 
some of the particles (6) may not ever reach the "extreme position" if these particles (6) 
are numerous within each picture element (2). Thus, it is unclear what level of 
experimentation is necessary in order to develop the claimed "reference duration." As 



Application/Control Number: 10/542,910 Page 3 

Art Unit: 2629 

such, it is unclear from the specification and accompanying drawings how the 
"additional reset duration" is calculated in relation to the "reference duration" and in 
relation to the overall "reset duration." Further, it is unclear how this "reference 
duration" and "additional reset duration" are implemented in the context of Fig. 3A-3B 
and Fig. 4A-4B. 

Further, Claim 8 recites "the drive means are further arranged for controlling the 
potential difference of each picture element of the number of picture elements to be a 
sequence of preset potential differences before being the reset potential difference, the 
sequence of preset potential differences having preset values and associated preset 
durations, the preset values in the sequence alternating in sign, each preset potential 
difference representing a preset energy sufficient to release particles present in one of 
said extreme positions from the position but insufficient to enable said particles to reach 
the other one of the extreme positions." There is insufficient disclosure in the 
specification and accompanying drawings to enable one of ordinary skill in the art to 
make and use the claimed "preset potential differences." In fact (see Page 9, Ln. 15-34 
through Page 10, Ln. 1-20), it is unclear how these "preset potential differences" are 
calculated and how the "preset potential difference" can concretely be defined in the 
context of "a preset energy sufficient to release particles present in one of said extreme 
positions from their position but insufficient to enable said particles to reach the other 
one of the extreme positions." Further, it is unclear what level of experimentation is 
necessary in order to define such a "preset potential difference." 

Thus, Claims 2, 4, and 6-9 are rejected for lack of enablement. 
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3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 2, 4, and 6-9 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 2 recites "each additional reset 
duration is larger than one tenth of a reference duration and smaller than three times 
the reference duration, the reference duration being equal to a duration to change the 
position of particles of the respective picture element from one of the extreme positions 
to the other one of the extreme positions." However, this definition of a "reference 
duration" appears to be both ambiguous and subjective, as a picture element (2) has a 
number of particles (6), each of which may have a different "duration to change the 
position" from "one of the extreme positions to the other one of the extreme positions." 
Further, it seems plausible that some of the particles (6) may not ever reach the 
"extreme position" if these particles (6) are numerous within each picture element (2). 
Thus, it is unclear what the applicant regards as his invention and how the claimed 
"reference duration" is developed. As such, it is unclear from the specification and 
accompanying drawings how the "additional reset duration" is calculated in relation to 
the "reference duration" and in relation to the overall "reset duration." Further, it is 
unclear how this "reference duration" and "additional reset duration" are implemented in 
the context of Fig. 3A-3B and Fig. 4A-4B. 
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Further, Claim 8 recites "the drive means are further arranged for controlling the 
potential difference of each picture element of the number of picture elements to be a 
sequence of preset potential differences before being the reset potential difference, the 
sequence of preset potential differences having preset values and associated preset 
durations, the preset values in the sequence alternating in sign, each preset potential 
difference representing a preset energy sufficient to release particles present in one of 
said extreme positions from the position but insufficient to enable said particles to reach 
the other one of the extreme positions." There is insufficient disclosure in the 
specification and accompanying drawings to allow one of ordinary skill in the art to 
unambiguously determine and use the claimed "preset potential differences." In fact 
(see Page 9, Ln. 15-34 through Page 10, Ln. 1-20), it is unclear how these "preset 
potential differences" are calculated and how the "preset potential difference" can 
concretely be defined in the context of "a preset energy sufficient to release particles 
present in one of said extreme positions from their position but insufficient to enable 
said particles to reach the other one of the extreme positions." 

Thus, Claims 2, 4, and 6-9 are additionally rejected as not satisfying the written 
description requirement. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Katase (US 2002 / 0005832) in view of Zehner et al. (hereinafter "Zehner" 

US 2003/0137521). 

7. As pertaining to Claim 1, Katase discloses (see Fig. 1 and Fig. 2) an 
electrophoretic display panel (A; see Page 1, Para. [0004]), for displaying a picture 
corresponding to image information (see Page 1, Para. [0009]-[001 0] and Page 3, 
Para. [0058]), comprising: 

an electrophoretic medium (2) comprising charged particles (3); 
a plurality of picture elements (1 1 C); 

a first and a second electrode (201, 104) associated with each picture element 
(11C) for receiving a potential difference (see Page 3, Para. [0062]-[0066]); and 
drive means (100A, see Fig. 3), 

the charged particles (3) being able to occupy a position being one of extreme 
positions near the electrodes (201, 104) and intermediate positions in between the 
electrodes (201, 104) for displaying the picture (see Fig. 2, Fig. 4A-4B, and 
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Fig. 16A-16C, for example; also see Page 3, Para. [0062]-[0066] in conjunction with 
Page 3 through Page 4, Para. [0068]-[0079]), 

and the drive means (100A) being arranged for controlling the potential 
difference of each picture element (1 1C; again, see Fig. 3 along with Page 3, 
Para. [0062]-[0066] in conjunction with Page 3 through Page 4, Para. [0068]-[0079]) 

to be a reset potential difference having a reset value (i.e., a reset voltage) and a 
reset duration (i.e., a reset time) for enabling particles (3) to substantially occupy one of 
the extreme positions (see Page 5 through Page 6, Para. [0094]-[0109] in conjunction 
with Fig. 2, Fig. 4A-4B, and Fig. 16A-16C, and Page 3, Para. [0062]-[0066] in 
conjunction with Page 3 through Page 4, Para. [0068]-[0079]), and subsequently 

to be a picture potential difference for enabling the particles (3) to occupy the 
position corresponding to the image information (again, see Page 5 through Page 6, 
Para. [0094]-[0109] in conjunction with Page 3, Para. [0062]-[0066] in conjunction with 
Page 3 through Page 4, Para. [0068]-[0079]), 

wherein 

the drive means (100A) are further arranged for controlling the reset potential 
difference of each picture element (1 1C) of at least a number of the picture elements 
(1 1 C) to have a reset duration (again, see Page 5 through Page 6, Para. [0094]-[0109] 
in conjunction with Fig. 13 and Fig. 14, and Page 3, Para. [0062]-[0066] in conjunction 
with Page 3 through Page 4, Para. [0068]-[0079]); and the drive means (100A) are 
further arranged for controlling the reset potential difference of each picture element 
(1 1C) to enable particles (3) to occupy the extreme position which is closest to the 
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position of the particles (3) which corresponds to the image information (again, see 
Page 5 through Page 6, Para. [0094]-[0109] in conjunction with Fig. 2, Fig. 4A-4B, and 
Fig. 16A-16C, and Page 3, Para. [0062]-[0066] in conjunction with Page 3 through 
Page 4, Para. [0068]-[0079]; the reset potential difference can enable particles to 
occupy either extreme position). 

Katase does not explicitly state that the drive means (100A) are further arranged 
for controlling the reset potential difference of each picture element (1 1C) of at least a 
number of the picture elements (1 1 C) to have an additional reset duration. However, 
Katase discloses that the purpose of the reset potential difference is to enable the 
particles (3) to substantially occupy one of the extreme positions of the near the 
electrodes (201, 104; again, see Page 5 through Page 6, Para. [0094]-[0109] in 
conjunction with Fig. 2, Fig. 4A-4B, and Fig. 16A-16C, and Page 3, Para. [0062]-[0066] 
in conjunction with Page 3 through Page 4, Para. [0068]-[0079]). Thus, it would have 
been obvious to one of ordinary skill in the art at the time when the invention was made 
that the reset potential difference can have any additional reset duration and will still 
accomplish the goal of the reset potential difference. 

Further, Zehner discloses (see Fig. 8 through Fig. 10 and Fig. 11A-11B) an 
electrophoretic display panel for displaying a picture corresponding to image information 
(see Page 1, Para. [0002] and [0005]-[0006] and Page 5, Para. [0066]-[0067]) 
comprising drive means arranged for controlling a reset potential difference of each 
picture element of at least a number of picture elements to have a variable reset 
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duration (see Page 14, Para. [0150] and Page 16 through Page 17, Para. [0169]-[0175]) 
and the drive means are further arranged for controlling the reset potential difference of 
each picture element to enable particles to occupy the extreme position which is closest 
to the position of the particles which corresponds to the image information (again, see 
Page 14, Para. [0150] and Page 16 through Page 17, Para. [0169]-[0175] of Zehner; the 
reset potential difference can enable particles to occupy either extreme position). The 
inventions of Katase and Zehner are in the same field of endeavor. Further, Zehner 
provides a means of reducing the remnant voltage of an electrophoretic display (see 
Abstract in conjunction with Page 1 , Para. [0002]). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time when the invention was made to 
combine the teachings of Katase with the teachings of Zehner. As such, it would have 
been obvious to one of ordinary skill in the art that the drive means (1 00A) of Katase 
can be further arranged for controlling the reset potential difference of each picture 
element (1 1 C) of at least a number of the picture elements (1 1 C) to have an additional 
reset duration. 

8. As pertaining to Claim 2, Katase and Zehner disclose (see Fig. 1 and Fig. 2 of 
Katase and see Fig. 8 through Fig. 10 and Fig. 1 1A-1 1B of Zehner) that each additional 
reset duration can be larger than one tenth of a reference duration and smaller than 
three times the reference duration (see Page 14, Para. [0150] and Page 16 through 
Page 17, Para. [0169]-[0175] of Zehner), the reference duration being equal to a 
duration to change the position of particles (3) of the respective picture element (1 1C) 
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from one of the extreme positions to the other one of the extreme positions (again, see 
Page 5 through Page 6, Para. [0094]-[0109] in conjunction with Fig. 2, Fig. 4A-4B, and 
Fig. 16A-16C, and Page 3, Para. [0062]-[0066] in conjunction with Page 3 through 
Page 4, Para. [0068]-[0079] of Katase). 

9. As pertaining to Claim 3, Katase discloses (see Fig. 1 and Fig. 2) that each 
picture element (1 1 C) is one of the number of the picture elements (1 1 C). 

10. As pertaining to Claim 4, both Katase and Zehner disclose (see Fig. 8 and Fig. 9 
of Katase and see Fig. 9 and Fig. 1 0 of Zehner) that for each picture element (1 1 C, as 
disclosed by Katase; see Fig. 2) the respective reset duration and the respective 
additional reset duration have a respective sum being substantially equal to a constant 
(i.e., the total reset duration is a constant value; see Page 5 through Page 6, 

Para. [0094]-[0109] in conjunction with Page 3, Para. [0062]-[0066] in conjunction with 
Page 3 through Page 4, Para. [0068]-[0079] of Katase; and see Page 14, Para. [0150] 
and Page 16 through Page 17, Para. [0169]-[0175] of Zehner). 

11. As pertaining to Claim 6, Katase discloses (see Fig. 1 and Fig. 2 in conjunction 
with Fig. 1 3) that the picture elements (1 1 C; see Fig. 1 and Fig. 2) are arranged along 
substantially straight lines (i.e., see Fig. 13), and 

the picture elements (1 1 C) have substantially equal first appearances if particles 
(3) substantially occupy one of the extreme positions (see Page 5 through Page 6, 
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Para. [0094]-[0109] in conjunction with Fig. 2, Fig. 4A-4B, and Fig. 16A-16C, and 
Page 3, Para. [0062]-[0066] in conjunction with Page 3 through Page 4, Para. [0068]- 
[0079]), and 

the picture elements (11C) have substantially equal second appearances if 
particles (3) substantially occupy the other one of the extreme positions (again, see 
Page 5 through Page 6, Para. [0094]-[0109] in conjunction with Fig. 2, Fig. 4A-4B, and 
Fig. 16A-16C, and Page 3, Para. [0062]-[0066] in conjunction with Page 3 through 
Page 4, Para. [0068]-[0079]), and 

the drive means (100A) are further arranged for controlling the reset potential 
differences of subsequent picture elements (3) along each line (see Fig. 13) to enable 
particles (3) to substantially occupy unequal extreme positions (i.e., the picture 
elements (3) are matrix addressed; thus, the particles (3) along any adjacent pixel 
elements (1 1 C) or line can occupy any extreme position (see Page 6 through Page 7, 
Para. [0126]-[0130] and [0133]-[0141]). 

12. As pertaining to Claim 7, Katase discloses (see Fig. 1 through Fig. 3, and 
Fig. 14) that the picture elements (1 1 C) are arranged along substantially straight rows 
(i.e., (Y)) and along substantially straight columns (i.e., (X)) being substantially 
perpendicular to the rows (Y) in a two-dimensional structure, each row (Y) having a 
predetermined first number of picture elements (1 1C), each column (X) having a 
predetermined second number of picture elements (1 1C), and the picture elements 
(11C) have substantially equal first appearances if particles (3) substantially occupy one 
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of the extreme positions (see Page 5 through Page 6, Para. [0094]-[0109] in conjunction 
with Fig. 2, Fig. 4A-4B, and Fig. 16A-16C, and Page 3, Para. [0062]-[0066] in 
conjunction with Page 3 through Page 4, Para. [0068]-[0079]), and 

the picture elements (11C) have substantially equal second appearances if 
particles (3) substantially occupy the other one of the extreme positions (again, see 
Page 5 through Page 6, Para. [0094]-[0109] in conjunction with Fig. 2, Fig. 4A-4B, and 
Fig. 16A-16C, and Page 3, Para. [0062]-[0066] in conjunction with Page 3 through 
Page 4, Para. [0068]-[0079]), and 

the drive means (100A) are further arranged for controlling the reset potential 
differences of subsequent picture elements (1 1C) along each row (Y) to enable particles 
(3) to substantially occupy unequal extreme positions (i.e., the picture elements (3) are 
matrix addressed; thus, the particles (3) along any adjacent pixel elements (1 1C) or row 
can occupy any extreme position (see Page 6 through Page 7, Para. [0126]-[0130] and 
[0133]-[0141]), and 

the drive means (100A) are further arranged for controlling the reset potential 
differences of subsequent picture elements (1 1C) along each column (X) to enable 
particles (6) to substantially occupy unequal extreme positions (i.e., the picture 
elements (3) are matrix addressed; thus, the particles (3) along any adjacent pixel 
elements (1 1 C) or column can occupy any extreme position (see Page 6 through 
Page 7, Para. [0126]-[0130] and [0133]-[0141]). 
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13. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Katase in view of Zehner and further in view of Machida et al. (hereinafter "Machida" 
US 2002/0196207). 

14. As pertaining to Claim 8, neither Katase nor Zehner explicitly disclose that the 
drive means (100A as disclosed by Katase) are further arranged for controlling the 
potential difference of each picture element (1 1 C) of the number of the picture elements 
(1 1C) to be a sequence of preset potential differences before being the reset potential 
difference, the sequence of preset potential differences having preset values and 
associated preset durations, the preset values in the sequence alternating in sign, each 
preset potential difference representing a preset energy sufficient to release particles (3) 
present in one of said extreme positions from their position but insufficient to enable 
said particles (3) to reach the other one of the extreme positions. 

However, Machida discloses (see Fig. 1 through Fig. 3, Fig. 9, and Fig. 14A-14C) 
an electrophoretic display panel (see Page 1, Para. [0004] and [0006]) comprising drive 
means (16; see Page 5, Para. [0085]-[0092]) arranged for controlling the potential 
difference of each picture element (44; see Fig. 14A-14C, for example) of the number of 
the picture elements (44) to be a sequence of preset potential differences before being 
the reset potential difference (see Fig. 9; also see Page 2, Para. [0019]-[0025] and 
Page 3, Para. [0031]-[0032], [0036], and [0039]-[0040] along with Page 10, Para. 
[0155]-[0156]), the sequence of preset potential differences having preset values and 
associated preset durations (see Fig. 9), the preset values in the sequence alternating 
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in sign, each preset potential difference representing a preset energy sufficient to 
release particles present in one of the extreme positions from their position but 
insufficient to enable the particles to reach the other one of the extreme positions (see 
Page 4, Para. [0046], [0049], and [0056] along with Page 6, Para. [0098]-[0103], 
Page 7, Para. [0105], and Page 14, Para. [0206]-[0209] and Fig. 1, for example). It is a 
goal of Machida to provide a means improving the contrast and quality in an 
electrophoretic display (see Page 2, Para. [0018]-[0019]). Further, the inventions of 
Katase, Zehner, and Machida are in the same field of endeavor. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time when the invention was 
made to combine the teachings of Katase and Zehner with the teachings of Machida. 

15. As pertaining to Claim 9, Machida discloses (see Fig. 9) that the drive means 
(100A as disclosed by Katase) are further arranged for controlling the potential 
difference of each picture element (1 1 C as disclosed by Katase) of the number of the 
picture elements (1 1 C) to be a further sequence of preset potential differences between 
being the reset potential difference and the picture potential difference (see Fig. 8 and 
Fig. 9 of Katase combined with Fig. 9 of Machida; in the combined invention of Katase, 
Zehner, and Machida, it would have been obvious to one of ordinary skill in the art that 
the preset potential difference of Machida, the reset potential difference of Katase, and 
the picture potential difference taught by Katase and Machida will be in sequence). 
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Response to Arguments 



16. Applicant's arguments filed 1 1 September 2008 have been fully considered but 
they are not persuasive. Claims 1-4 and 6-9 are pending in the application, of which 
Claim 1 has been amended to include the limitations of cancelled Claim 5. The 
applicant has argued that Claims 1-4 and 6-9 satisfy the conditions of 35 U.S.C. 112 
first and second paragraphs in so much as the additional reset duration is defined in 
terms of an arbitrary constant minus an arbitrary reset duration. The examiner agrees 
that the specification does provide sufficient support for the simple algebraic definition of 
the additional reset duration. Thus, the examiner has dropped the 35 U.S.C. 112 first 
and second paragraph rejections of Claims 1 and 2. However, the examiner still 
contends that the claimed "reference duration" is not defined in such a way to allow one 
of ordinary skill in the art to make and/or use the invention without undue 
experimentation (see above rejections). That is, the "reference duration" and, hence, 
the "additional reset duration" seem to the examiner to be subjective values tied to a 
personal interpretation of some vaguely mentioned experimental results (i.e., simple 
measurements using a timer, applying different voltages across the electrodes and 
observing the display, using some type of detectors, etc., as recited by the applicant's 
representative in Remarks), none of which are described in the specification. In fact, 
the specification only serves to magnify the ambiguity and subjectivity of the claimed 
"extreme position" and the "reference duration" and, hence, the "additional reset 
duration" by using language such as "particles substantially occupy one of the extreme 
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positions" and "the number of particles that are able to occupy one of the extreme 
positions... is larger...", etc. without providing any concrete definition of terms. Further, 
as evidenced by Claim 2, the additional reset duration can be between 10% and 300% 
larger than the stated "reference duration". This wide range of values seems to further 
point to the subjectivity of the "additional reset duration." Thus, the rejection of 
Claims 3-4 and 6-9 for enablement and indefiniteness is maintained. Further, the 
applicant has argued that none of the references relied upon by the examiner, namely 
Katase (US 2002 / 0005832), Zehner et al. (US 2003 / 0137521 ), and Machida et al. 
(US 2002 / 0196207), teach or fairly suggest that the reset potential difference of each 
picture element can enable particles to occupy the extreme position which is closest to 
the position of the particles which corresponds to the image information. The examiner 
again respectfully disagrees. In fact, this is precisely the intended purpose of the reset 
potential disclosed by Katase, Zehner, and Machida. Therefore, the rejection of 
Claims 1-4 and 6-9 is maintained. 



Conclusion 

17. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JASON M. MANDEVILLE whose telephone number is 
571-270-3136. The examiner can normally be reached on Monday through Friday 7:30 
AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Hjerpe can be reached on 571-272-7691 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/J. M. M./ 

Examiner, Art Unit 2629 



Jason Mandeville 

Examiner 

Art Unit 2629 



/Richard Hjerpe/ 

Supervisory Patent Examiner, Art Unit 2629 



